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NATIONAL

ARBITRATION

FORUM

NATIONAL ARBITRATION FORUM
DECISION

American Express Company v. Amexsux.com
Claim Number: FA0410000356410

PARTIES
Complainant isAmerican Express Company(“Complainant”), represented ianne
K. Cahill, of American Express Company 200 Vesey Street, 49th Floor, New York,
NY 10285. Respondent @neXsuX.com(“Respondent”), P.O. Box 7604, Mesa, AZ
85216-7604.

REGISTRAR AND DISPUTED DOMAIN NAME
The domain name at issuediamexsux.comz registered witfTucows Inc.

PANEL
The undersigned certifies that he or she has acted indeméndnd impartially and to
the best of his or her knowledge has no known confliserving as Panelist in this
proceeding.

Terry F. Peppard as Panelist.

PROCEDURAL HISTORY
Complainant submitted a Complaint to the National Arbi@raForum electronically on
October 29, 2004; the National Arbitration Forum receivedra copy of the Complaint
on November 1, 2004.

On October 29, 2004, Tucows Inc. confirmed by e-mail to thehk& Arbitration

Forum that the domain nam@mexsux.com>is registered with Tucows Inc. and that the
Respondent is the current registrant of the name. Tsaitmay has verified that
Respondent is bound by the Tucows Inc. registration agréeand has thereby agreed to
resolve domain-name disputes brought by third parties irrdacoe with ICANN'’s
Uniform Domain Name Dispute Resolution Policy (the “Bg)).

On November 3, 2004, a Notification of Complaint and Commerent of
Administrative Proceeding (the “Commencement Notifwal), setting a deadline of



November 23, 2004 by which Respondent could file a Response @othplaint, was
transmitted to Respondent via e-mail, post and fax] engéties and persons listed on
Respondent’s registration as technical, administratngebilling contacts, and to
postmaster@amexsux.com by e-mail.

A timely Response was received and determined to be cengieNovember 22, 2004.

Complainant filed an Additional Submission as of Noven®0, 2004. Receipt of that
Additional Submission was not timely in conformity wBupplemental Rule 7, and, for
that reason, would not ordinarily be considered. Howdespondent elected to file an
Additional Submission in response to Complainant’sfiitey. For that reason, and,
because both additional submissions contain informaiserful to this decision, both
additional submissions have been considered.

On December 8, 2004, pursuant to Complainant’s request to ledepute decided by
a single-member Panel, the National Arbitration Foappointed Terry F. Peppard as
Panelist in this proceeding.

On December 16, 2004, the Panelist issued an Order ExteFidiegior Rendering
Decision, establishing the date for issuing this decissoDecember 27, 2004.

RELIEF SOUGHT
Complainant requests that the domain name be transfesradRespondent to
Complainant.

PARTIES’ CONTENTIONS
A. Complainant
Complainant contends, among other things:

that it owns more than 160 trademark registrationsiiemntark AMEX in 83
countries;

that it began using the mark AMEX in 1969 to identify a varadtfinancial and
travel related services, and that it annually spends mhan $1 billion USD to
advertise its services under that mark worldwide;

that the mark AMEX has over many years become a cortynused acronym for
American Express Company, so that AMEX is today synomgmwath American
Express;

that, although there is no affiliation between Conmaat and Respondent, the
disputed domain name&amexsux.comz is sufficiently similar to Complainant’s
mark that Internet search engines will routinelyRsispondent’s offending
domain name and website in response to a search for Goaqfs mark;



that Respondent intends to divert potential customerwofplainant to
Respondent’s website by the use of the disputed domain aachéhat
registration and use of that domain name resultstih tonsumer confusion as to
the source of that site and tarnishment of Complaisanérk;

that Respondent has not obtained registration norditeapplication to register
either of the marks AMEX or AMEXSUX;

that although Respondent is free to comment publicly anglinant’s services,
including by doing so on the Internet, such right does reinexo use of a
domain name identical or confusingly similar to its mark;

that the fair use doctrine does not apply to this casausecRespondent’s website
not only contains material critical of Complainanit blso offers for sale
merchandise, including tee-shirts, boxer shorts, mhagseball caps and bumper
stickers bearing the legend “amexsux,” so that Respordenbt claim that its
site constitutes genuine non-commercial use of the @éidmdmain name;

that Respondent had notice of Complainant’s famous maek vt undertook to
launch its website using the disputed domain name, and thatso intentionally
and in bad faith in order to capitalize on Complairgtod will; and

that, as further evidence of bad faith, Respondent’siteehssts postings by third
parties to advertise for clients, including one soligifpossible plaintiffs in a
class action lawsuit against Complainant.

B. Respondent
Respondent contends, among other things:

that the Respondent is the sole owner of the subggnath name and webmaster
for its associated website;

that the subject site is maintained as a public servicectiitdte discussion,
criticism or defense of Complainant;

that the public response to this site is such that itdsasf November 2004,
received more than 290,000 visitors and 19,000 postings;

that Respondent has implemented safeguards to ensureetiodgguted domain
name never causes any confusion that it might be assdavith American
Express Company, including that the banner at the tdpedidme page declares
as follows -- “This website is not part of American Eegs. To visit American
Express go to http://www.american express.com”; whiegand at the bottom of
each page of the same site recites as follows — “Téissie is not affiliated with
American Express.”



that, although Respondent began offering merchandisal®pa the subject
website in July of 2004, this undertaking was terminated mrehber 3, 2004,
because, in the intervening period, the sale of offeredhaadise resulted in
commissions due to Respondent of only $5.00, which suntalaatible owing
to the threshold payment policies of its online salestagen

that the Complaint in this proceeding admits thatabee of the inclusion of the
pejorative term “sux” to the disputed domain name, letefasers, including
potential customers of Complainant, are not likely to talethat Complainant
is the sponsor of the identified website...”;

that Respondent has never made any attempt to selksih@ell domain name to
Complainant or any other person; and,

that Complainant’s motive in bringing this proceeding i ae it alleges, to
protect its mark, but rather to stifle protected speech.

C. Additional Submissions
Complainant additionally contends, among other things:

that, while Respondent has the right to criticize Cammgint on the Internet, that
right does not extend to doing so while selling merclendnd collecting
information for use in a class action lawsuit aga@stplainant for financial
gain by means of the disputed domain name;

that the identity safeguards on Respondent’s websitesarfficient to mitigate
adequately the initial confusion caused to Internet usersnghidhe site;

that, even if Respondent’s profits from the sale ofam@ndise on its website may
have been minimal, the site has nonetheless bedrfarsihe purpose of
producing commercial gain; and

that further evidence of Respondent’s bad faith registratf the disputed
domain name is found in the fact that its WHOIS regi&in contact information
is false, so that a mailing of a copy of the Complaerein to Respondent was
returned by the postal service as “undeliverable” and thérfurther notation that
service was “attempted, [addressee] not known.”

Respondent additionally contends, among other things:

that Respondent has no intention of ever again sellerghmandise on the subject
website;

that it must be obvious to any observer from Responderafgsion of the term
“sux” in the disputed domain name that its use of tlgesti website is intended
exclusively as a vehicle for permitted fair use criticisf Complainant;



that the objective of the class action lawsuit xfieed in Respondent’s website is
not to produce commercial gain, but rather only to recémancial planning fees
paid to Complainant by customers like Respondent and ¢mmdeassociated
financial planning contracts; and

that the only reason why a mailing of the Complairthia proceeding to the
attention of Respondent was returned as undeliverablatiR#spondent
inadvertently failed to keep its WHOIS contact informatcurrent after an
address change.

FINDINGS
(1) The domain name registered and used by Respondent is radthigcal nor
confusingly similar to the trademark in which Complainaas hights.
(2) Respondent has substantial rights or legitimate isitgiie respect of the disputed
domain name.
(3) The subject domain name has been registered and usadl fiaiti.

Accordingly, Complainant cannot prevail in this procegdin

DISCUSSION
Paragraph 15(a) of the Rules for Uniform Domain Nam@ué Resolution Policy (the
“Rules”) instructs this Panel to “decide a complaintlos basis of the statements and
documents submitted in accordance with the Policy, tRedes and any rules and
principles of law that it deems applicable.”

Paragraph 4(a) of the Policy requires that the Complamast prove each of the
following three elements to obtain an order that mala name should be cancelled or
transferred:

» the domain name registered by the Respondent is identicanfusingly
similar to a trademark or service mark in which the Campnt has rights;

» the Respondent has no rights or legitimate intenestsspect of the domain
name; and

* the domain name has been registered and is being usad faitb.

Identical and/or Confusingly Similar

Complainant has widely registered its well-known marid it is firmly established that
such registration creates a presumption that the markasently distinctive and has
acquired secondary meanin§ee, e.g.Men’s Warehouse, Inc. v. WidkA 117861
(Nat. Arb. Forum, Sep. 16, 2002). Respondent has the bafdefuting this
presumptionSee Janus Int’l Holding Co. v. Rademacb&002-0201 (WIPO Oct. 3,
2002). This Respondent has failed to do.



The only thing that distinguishes Complainant’s mark froendisputed domain name is
the addition by Respondent of the pejorative suffix *soxhat name (the suffix “sux,”
taken in context, can only be understood to be a collodurahutive of the English
slang term “sucks.”) Because of the presence of tffix, sGomplainant’s mark and the
disputed domain name are not identical. A question rerhaiwsver, as to whether they
are confusingly similar within the meaning of Policy &)4).

There is some authority for the proposition that agpensuch a pejorative term to a
domain name does not defeat a claim of confusing similaBige, e.g.Full Sail, Inc. v.
SpevackD2003-0502 (WIPO Oct. 3, 2003), and cases cited therein. Howkese
authorities that subscribe to this view make cleartti@tssue is highly fact-specific and
often turns on such factors as the intent of the rega. On the peculiar facts here
presented, it cannot be fairly said that the Internetipigblikely to be confused by
Respondent’s use of the disputed domain name. The nsgtfeaithmistakably indicates
that it is intended not to suggest affiliation with Coawpéant, but rather to serve as a
platform for public criticism of the mark holdeBee, e.gRobo Enter., Inc. v. Tobiaspn
FA 95857 (Nat. Arb. Forum Dec. 24, 2008¢e alsdE.& J. Gallo Winery v. Hanna Law
Firm, D2000-0615 (WIPO Aug. 3, 2000).

Moreover, any Internet user who inadvertently callReppondent’s website quickly
meets banners on each page plainly reciting the lacKildtadn. Thus any doubt as to
Respondent’s intentions is properly resolved against Gonagit on this issue.

For these reasons, Complainant has not met its bofd@oof as to Policy 1 4(a)(i).

Rights or Legitimate Interests

Policy 1 4(c) of the Policy recites three nonexclasiveans by which a fact-finder may
assess the question whether Respondent has any righggiordee interests in respect of
the disputed domain name. One of these (Y 4(c)(ii))rneguvhether Respondent has
been commonly known by the subject domain name. Téatest has no application
here. Another subpart (1 4(c)(i)) inquires whethermpRadent has used the subject
domain name in connection with a bona fide offering ofdgoar services. That element
is of interest because there is evidence that, fioneg Respondent offered for sale on its
website merchandise, including tee-shirts, boxer shorigs, baseball caps and bumper
stickers, bearing the legend “amexsux.”

Notably, the language of § 4(c)(i) speaks to the timefrasf@® Respondent had notice
of the pending proceeding. In this instance, it is undisptitat Respondent commenced
commercial sale of merchandise on its website in di2004, and that this proceeding
was commenced months later. Complainant does not erguBespondent’s offering of
such goods was other than bona fide within the meaning &fdhey. It therefore
appears that Respondent may find comfort under Policy {j)4(c)

This conclusion could, and, in other circumstances, wendtlinquiry under  4(c).
However, Respondent has both ceased its commeraiatyaon the subject website and



disavowed any intention to return to it. In additiongpEndent insists that its primary
(and now exclusive) purpose in operating that websitahal times been to exercise its
“fair use” right to criticize Complainant. The partiesve therefore invested in an
extended discussion of the applicability of the remaisingpart of Policy { 4(c), that
being 1 4(c)(iii). The focus of that subpart is whefRespondent is making legitimate
noncommercial or fair use of the domain name, witlhaent for commercial gain either
to divert consumers from trafficking with Complainantto tarnish Complainant’s mark.

Under this heading, timing is important, because the langufafpe drafters is in the
present tense (“You are making....”). This suggests that Rdepts ability to take
shelter under Policy § 4(c)(iii) is dependent upon thainistances existing as of the
time of filing of the Complaint. The facts beforestianelist demonstrate that, for
months leading up to the date of filing of the Complaigspdndent was actively
engaged in commercial use of the website associatbdheitdisputed domain name.
That his efforts were ultimately unsuccessful doeshanhge this. Respondent was a
marketer, even if an ineffective one. The sameuis 6f Respondent’s assertion that it no
longer uses the subject site to attempt to sell mercdatmlthe Internet public. If it was
so engaged on the date of filing, its commercial intefiked at that point in time, and it
matters not that Respondent changed its mind soon laeCdmplaint was filed.

Nonetheless, an inquiry into Respondent’s “intent’ddoet end with a determination that
it was, at least in part, commercial in characteathBr, under the language of Policy |
4(c)(iii), it must also be determined whether that inteas to “misleadingly divert
consumers or to tarnish the trademark or service ntaskuwe.” If Respondent did
entertain such a malevolent intent, it can find notsheinder Policy  4(c)(iii).

It may be noted in this connection that Policy 4 ¥vidently contemplates a species
of fair use which may have a profit-making motive butiigermissible, so long as the
prescribed ill motive is not present, the critical detieant being whether the scrutinized
activity is aimed at diminishing the mark holder’s potengaknues or asset values.

It is also important, therefore, to reflect that witllemplainant sells financial and travel
services, Respondent’s fleeting and ill-fated commeveature involved the marketing
of such items as tee-shirts, boxer shorts, mugs, ahsalps and bumper stickers. This
being so, it is difficult to imagine a meaningful sensg/hich it might be said that
Respondent was, even if only briefly and ineffectuatiyhe business of diverting
Complainant’s customers. Moreover, inasmuch as Resptsdeares were both
dramatically different from those of Complainant'sldargeted at a unique audience
(i.e., those disaffected with Complainant), it is likesvdifficult to imagine that
Respondent’s intent was to tarnish Complainant’s mRdther, having in mind that all
of Respondent’s goods bore the legend “amexsux,” Resposdiiving motive appears
to have been to publish critiques of an enterprise whnagd had, in Respondent’s
view, already been tarnished by Complainant’s marketgabavior (whether or not that
view was at all justified).



Finally, Complainant argues that Respondent’s hostingabémals on its site aimed at
recruiting possible plaintiffs for a class action $au against Complainant is evidence
that Respondent used the disputed domain name for comhggician contravention of
the strictures implicit in Policy § 4(c)(iii). Respent, in its defense, contends that the
object of Respondent’s owner in posting the allegedlgrafing materials was not to
acquire commercial gain, but merely to recover throughethe system, for itself and
others, professional fees paid to Complainant in connewtitbnits financial services
business.

Complainant’s argument on this point is unpersuasivesMoreasons. First, legal action
to recover financial restitution cannot fairly be sactonstitute an attempt to procure
“‘commercial gain” within the meaning of the Policy. Setlgnhosting information
about a publicly filed legal action is in the nature of tese free speech permitted under
Policy 1 4(c)(iii). See, e.gGeobra Brandstatter GmbH v. Only Kids 11i22001-0841
(WIPO Sep. 20, 200Eee alsdNavigator Yachts, Inc. v. TD CurraRA 226452 (Nat.
Arb. Forum Mar. 4, 2004).

For all of these reasons, Respondent’s right of farmusvails. Complainant has
therefore failed to establish that Respondent hasgitintate rights or interests in
respect of the disputed domain name.

Reqistration and Use in Bad Faith

In order to satisfy the requirements of the final proh§olicy 1 4(a), (subpart 4(a)(iii))
Complainant must demonstrate that Respondent has lgigtered and is using the
disputed domain name in bad faith. A finding of either bath fagistration or bad faith
use, without the other, will not suffice.

Policy 1 4(b) sets out four possible bases upon whieltafihder might evaluate the
guestion of bad faith registration and use of a cordegtenain name. None of those
possible bases is squarely addressed in the facts heeatpesHowever, the recitations
of Policy 1 4(b) are declared in the Policy to be necltesive. A fact-finder may,
therefore, inquire into other grounds upon which bad faitthtrbe established.
Pertinent examples include those addressed below.

Complainant’s mark is well known and has been widelystered around the world. It
has often been held that longstanding and extensivendsgidespread registration of a
complainant’s mark may be taken as evidence that a resgandsehhave known of that
mark when its offending domain name was creatsek Dell Computer Corp. v. MTO
C.A, D2002-0363 (WIPO Jul. 5, 200Bfizer, Inc. v. Sangwoo ChB2003-0256
(WIPO Jun. 19, 2003). This is sufficient to establish tregpRndent registered the
subject domain name in bad faith.

Further inquiry is required to determine whether ResportiEnalso used the same
domain name in bad faith. Evidence on this point includesp@ndent’s failure to keep
current its WHOIS contact information through the ddt#ling of the Complaint in this



proceeding.See Land Sachsen-Anhalt v. Skander BouhapD&@02-0273 (WIPO Jul.
8, 2002). Likewise relevant is Respondent’s use of the dudigenain name to offer
commercial merchandise for sale on a site ostendélgpted exclusively to critical fair
use, coupled with the guilty knowledge implicit in Respomd@eabrupt cessation of that
commercial activity immediately upon the filing of tmstant Complaint.

It must be concluded, therefore, that Respondent hagdégttered and used the subject
domain name in bad faith.

DECISION
The facts before this Panelist demonstrate that Rdspbihas behaved badly in its
registration and use of the disputed domain name. Howeaerfaith on the part of
Respondent is but one of three distinct elements off phab Complainant must establish
in order to prevail in this proceeding. Complainant havéigd to establish two of the
three essential elements required to be proven uhdd@CANN Policy, the relief
requested must be, and it is, therefore,

DENIED.

Ty FA

Terry F. ard, Esq. //
Arbitrato

Terry F. Peppard, Panelist
Dated: December 27, 2004



